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REMARKS 



At the time of the Office Action dated January 29, 2003, claims 1-7 were pending and 
rejected in this application. Claims 1-4 and 6-7 have been amended, and new claims 8 and 9 
have been added. Care has been exercised to avoid the introduction of new matter. New claim 8 
recites that the thicknesses of the chip-mounting member, including the first and second 
terminals, where the bumps are connected to the first terminals, are substantially equal, 
consistent with page 1 1 , lines 5-13 of Applicants' disclosure. New claim 9 recites that the 
thicknesses of the chip-mounting member, including the first and dummy terminals, where the 
bumps are connected to the first terminals, are substantially equal, consistent with page 18, lines 
11-19. Claims 1-4 and 6-7 have been amended to use the terms "first terminal" and "second 
terminal" respectively in place of "internal terminal" and "external terminal." Furthermore, 
independent claims 1-3 have been clarified to recite that the external/second terminals are 
formed on only one side of a chip-mounting member. Applicants submit that the present 
Amendment does not generate any new matter issue. 

After reviewing the drawings, Applicants note that Figs. 7A-C and 8A-B are not 
indicated as prior art, as discussed on pages 1-4 of Applicants 1 disclosure. Accordingly, it is 
proposed to amend Figs. 7A-C and 8A-B, as indicated on the attached photocopies, to label these 
figures as prior art. Also accompanying this Amendment is a Request for Approval of Drawing 
Amendment and proposed drawing corrections for Figs. 7A-C and 8A-B. 
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Claims 4-7 are rejected under the first paragraph of 35 U.S.C. § 112 

In the second enumerated paragraph of the Office Action, the Examiner asserted that 
claims 4-7 contain subject matter which was not described in the specification in such a way as 
to enable one skilled in the art to make and/or use the invention. In particular, the Examiner 
asserted that the specification does not provide any teachings regarding "having a plurality of 
internal terminals with heights different," as recited in claim 4. This rejection is respectfully 
traversed. 

Applicants refer the Examiner to Fig. 4A of the disclosure and to page 20 and 21 of the 
specification. Specifically, page 20, lines 18-22 states: 

In the case of the chip-mounting substrate 60, internal electrode pads 62a and 64a having heights different 
from each other are formed on a chip-mounting face 60a for mounting the semiconductor chip 50. 

One having ordinary skill in the art, upon reviewing the specification, would recognize 
that Applicants have used the terms "internal terminals" and "internal electrode pads" 
interchangeably. Applicants respectfully submit that Applicants' disclosure fully supports the 
limitations recited in claims 4-7 in such a way as to enable one skilled in the art to make and/or 
use the invention. 

Claims 1-3 are rejected under 35 U.S.C. § 103 for obviousness based upon Omova et 
aL, U.S. Patent No. 5,641.996 (hereinafter Omova) 

In the third enumerated paragraph of the Office Action, the Examiner concluded that one 
having ordinary skill in the art would have been motivated to modify the semiconductor device of 
Omoya to arrive at the claimed invention. This rejection is respectfully traversed. 
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On page three of the statement of the rejection the Examiner stated with regard to claim 1 : 

Omoya et al. differ from the claimed invention by not showing the external terminals are formed in 
areas corresponding to arrangement areas of the internal terminals at both sides of the chip-mounting member. 
It would have been obvious for the external terminals are [sic] formed in areas corresponding to arrangement 
areas of the internal terminals at both sides of the chip-mounting member because it provides the external 
connection between the chip and the other device. 

Initially, Applicants note that the Examiner has failed to construe a meaning for the term "chip- 
mounting member." 1 As that term is used in the claims, a chip-mounting member supports the chip 
and mount and electrically connects the chip to another feature. External/second terminals are used 
by the chip-mounting member for this connection. The Examiner, however, has failed to establish 
that the substrate 6 of Omoya electrically connects the chip 1 to another feature. 

The Examiner stated it would have been obvious to form external/second terminals "because 
it provides the external connection between the chip and the other device." Assuming arguendo that 
one having ordinary skill in the art would be so motivated, all the Examiner has established is that 
external/second terminals would be formed on the substrate 6 of Omoya. This alleged motivation to 
provide an external connection, however, would not have guided one having ordinary skill in the art 
to additionally have "a plurality of second terminals . . . formed on the fourth surface in areas 
corresponding to areas where the first terminals are formed on the third surface," as recited in 
claim 1 . Put another way, what does forming the external/second terminals in areas corresponding 
to areas of the internal/first terminals have to do with providing an external connection? Thus, the 
Examiner's motivation is insufficient to guide one having ordinary skill in the art to arrive at the 

1 As part of a prima facie analysis of obviousness, the Examiner is to construe each term in the claim consistent with the 
specification. See 37 C.F.R. § 1 .56(b)(2)(ii). This allows Applicants fair opportunity to evaluate the teachings of the 
applied prior, as compared to the claimed invention. As discussed in M.P.E.P. § 706.02(j), "[it] is important for an 
examiner to properly communicate the basis for a rejection so that the issues can be identified early and the applicant can 
be given fair opportunity to reply." 



WDC99 723 112-1 .050083.02 1 8 



8 



Application No.: 10/09^6 

claimed positional relationships of the internal/first terminals relative to the external/second 
terminals on the chip-mounting member. 

It is, therefore, apparent that the Examiner has failed to provide the requisite motivation to 
modify Omoya so as to arrive at the limitations that are admittedly not taught by Omoya. Thus, 
Applicants respectfully solicit the withdrawal of the rejection of claim 1 under 35 U.S.C. § 103 for 
obviousness based upon Omoya. 

With regard to claim 2, the Examiner admits that Omoya fails to disclose: "the external 
terminals are formed outside of areas corresponding to arrangement areas of the internal 
terminals at the both sides of the chip-mounting member." The Examiner also alleged the same 
motivation to modify as discussed with regard to claim 1 (i.e., "to provide the external 
connection between the chip and the other device"). As previously discussed, this allegation, at 
best, can be used to establish that one having ordinary skill in the art would have been motivated 
to include external/second terminals to the substrate 1 of Omoya. However, this motivation is 
insufficient to guide one having ordinary skill in the art to arrive at the claimed positional 
relationships of the internal/first terminals relative to the external/second terminals on the chip- 
mounting member. Applicants, therefore, respectfully solicit the withdrawal of the rejection of 
claim 2 under 35 U.S.C. § 103 for obviousness based upon Omoya. 
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As to claim 3, which recites "dummy terminals", the Examiner stated: 

It would have been obvious for dummy terminals are formed on the external connection face of the chip- 
mounting member because it provides the internal and external connections between the device. 

This statement by the Examiner is not understood. Initially, Applicants do not understand what the 
Examiner is referring to by "internal and external connections." The only connections between the 
chip-mounting member and the "device" disclosed by Applicants are external. Furthermore, as 
external/second terminals have already been recited in claim 1 , upon which claim 3 depends, the 
Examinees alleged motivation for providing "external connections" has already been satisfied. 
Thus, the Examiner's motivation to modify Omoya would not guide one having ordinary skill in the 
art to provide dummy terminals. As the Examiner has failed to establish a motivation to include 
dummy terminals, the Examiner has also failed to provide a motivation for the claimed positional 
relationships of the dummy terminals relative to the internal/first and external/second terminals 
on the chip-mounting member. Applicants, therefore, respectfully solicit the withdrawal of the 
rejection of claim 3 under 35 U.S. C. § 103 for obviousness based upon Omoya. 

For an illuminating discussion on the burden placed on an Examiner to establish 
objective factual findings of record, the Examiner is referred to the recent Federal Circuit 
decision of In re Lee . 2 This case involved an appeal of a decision of the Board of Patent Appeals 
in which Lee argued that the Examiner failed to provide a source of a teaching, suggestion, or 
motivation to combine the applied prior art to arrive at the claimed invention. The Board 
responded to Lee's argument by ruling "[t]he conclusion of obviousness may be made from 
common knowledge and common sense of a person of ordinary skill in the art without any 
specific hint or suggestion in a particular reference." 



2 277 F.3d 1338 (Fed. Cir. 2002). 
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The Federal Circuit overturned the Board's decision "for failure to meet the adjudicative 

standards for review under the Administrative Procedure Act." The Court stated: 

Judicial review of a Board decision denying an application for patent is thus founded on the 
obligation of the agency to make the necessary findings and to provide an administrative record showing 
the evidenc e on which the findings are based , accompanied by the agency's reasoning in reaching its 
conclusions, (emphasis added) 

The Court then focused on the failure by the Patent and Trademark Office (PTO) to provide a 

factual basis for the motivation to combine the applied prior art. For example, the Court stated: 

"The factual inquiry whether to combine references must be thorough and searching." Id. It must 
be based on objective evidence of record. This precedent has been reinforced in myriad of decisions, and 
cannot be dispensed with. 

On the basis of several previous decisions that call for specificity and factual support in 

the PTO's rejections, the Court attacked, as being factually unsupported, the Examiner's 

conclusory statements regarding the obviousness of the proposed combination. With regard to 

the Board decision, the Court stated: 

In its decision on Lee's patent application, the Board rejected the need for "any specific hint or 
suggestion in a particular reference" to support the combination of the Nortrup and Thunderchopper 
references. Omission of a relevant factor required by precedent is both legal error and arbitrary agency 
action. 

The Court also stated that the PTO is "not free to refuse to follow circuit precedent" and 
"cannot rely on conclusory statements when dealing with particular combinations of prior art and 
specific claims." 

The Examiner's asserted motivation for modifying Omoya, which is "to provide an 
external connection to a device," and lack of factual support thereof comports very closely to the 
analysis disapproved by the Federal Circuit in In re Lee . The Examiner has not provided any 
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factual basis that would lead one having ordinary skill in the art to believe that the substrate 1 of 
Omoya would be connected to another device. Furthermore, the Examiner has failed to provide 
any motivation for the claimed relative positional relationships of internal/first terminals, 
external/second terminals, and dummy terminals recited in the claim. As such, the Examiner's 
failure to provide factual support for a teaching, suggestion, or motivation to modify Omoya 
constitutes legal error. 

New claim 8 depends upon claim 1 and is further patentable over Omoya by reciting that 
the thicknesses of the chip-mounting member, including the internal/first and external/second 
terminals, where the bumps are connected to the internal/first terminals, are substantially equal. 
As Omoya fails to teach or suggest external/second terminals formed in areas corresponding to 
areas of the internal/first terminal, Omoya cannot teach or suggest the limitations recited in claim 8. 

Applicants have made every effort to present claims which distinguish over the prior art, 
and it is believed that all claims are in condition for allowance. However, Applicants invite the 
Examiner to call the undersigned if it is believed that a telephonic interview would expedite the 
prosecution of the application to an allowance. Accordingly, and in view of the foregoing 
remarks, Applicants hereby respectfully request reconsideration and prompt allowance of the 
pending claims. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. § 1 . 1 36 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
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inciuding extension of time fees, to Deposit Account 50041 7, and please credit any excess fees to 
such deposit account. 

Respectfully submitted, 



MCDERMOTT, WILL & EMERY 




600 13 m Street, N.W. 
Washington, DC 20005-3096 
(202) 756-8000 SDP/SAB:kap 
Date: May 2% 2003 
Facsimile: (202) 756-8087 
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